








Expert Witness
continued from page 8

was a deliberate effort to bury nega-
tive information”).
CONCLUSION

A thorough vetting of an expert
involves more than just obtaining
information about him or her. The
savvy practitioner must also un-

derstand how to get the most out
of that information, by thinking
strategically. As related in this ar-
ticle, problems with some experts
do exist, often hiding in plain sight
and waiting to be discovered and
exploited by the prepared and cre-
ative attorney. Although “gotcha”
discoveries of such problems — re-
lating to an expert’s background,

findings, or reports — do not occur
in every case, retrieving as much in-
formation about an expert, and then
strategically thinking about it, is al-
ways recommended. At a minimum,
engaging in that process will better
prepare you to take on the expert
and her conclusions.
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Patent Landscapes
continued from page 2

of art to be considered depending
on how the provision is interpreted.
Furthermore, the current grace pe-
riod provisions generally exempt
disclosures made by third parties.
As a result of the changes to section
102, patent filers will have to con-
tend with a more robust collection
of prior art during the prosecution
process.
Evaluate R&D Activities

In anticipation of the 2013 imple-
mentation date, patent filers should
immediately evaluate their research
and development activities and con-
sider filing any patent applications
prior to March 16, 2013 to take ad-
vantage of the current law. Corpo-
rate IP budgets may also have to be
adjusted accordingly.
THE POST-REVIEW

GRANT PROCESS

The AIA also provides new tools
for companies to attack patents
without resorting to litigation by
creating the new post-grant review
process. The new law also replaces
inter partes reexamination with in-
ter partes review. Under post-grant
review (effective Sept. 16, 2012), an
entity that is not the patent owner
can, within nine months of the issu-
ance/reissuance of a patent, request
that one or more claims of the pat-
ent be cancelled. The standard for
granting review is whether the in-
formation presented, if not rebutted
by the patent owner, “would demon-
strate that it is more likely than not
that at least one of the claims chal-
lenged” is unpatentable. (Emphasis
added.) A key feature of post-grant
review under the AIA is that any in-
validity argument available under
current law or by raising “a novel

or unsettled legal question” can be
presented. Current mechanisms to
challenge patents at the USPTO are
essentially limited to grounds under
35 USC 102 and 103, and are limited
to patents and printed publications.
Furthermore, the AIA allows that
statements made by a patent owner
in a federal court or with the USPTO
can be used in post-grant review (as
well as inter partes review) solely to
determine the proper meaning of a
claim. The post-grant review provi-
sions prevent the petitioner from
concurrently filing both a civil action
and an administrative proceedings
at the USPTO and contain estoppel
provisions that limit the ability to set
forth arguments that were raised or
reasonably could have been raised
during post-grant review in other
proceedings before the USPTO or in
subsequent civil actions.

While the standard for secur-
ing post-grant review is increased
somewhat as compared with the
previous standard for inter partes
review and the current standard for
ex parte review, the grounds under
which such attacks can be made
have been significantly expanded.
As a result, post-grant review pres-
ents an attractive opportunity for
substantive patent challenge outside
of the litigation arena, and allows
an opportunity to bring invalidity
arguments that could not previously
be presented in administrative pro-
ceedings at the USPTO.

To prepare for this change, com-
panies should carefully evaluate
their own patent applications pre-
grant to identify any grounds for
attack under the post-grant review
process, and take steps to correct
these issues during prosecution. For
offensive use, companies should
evaluate competitor’s patents for

vulnerability under the post-grant
review process and consider this
mechanism as a cost-effective alter-
native to litigation. The post-grant
review procedure will also impact
patent licensing activities, as the
value of patent claims will need to
be evaluated in light of post-grant
review both for in-licensing and
out-licensing activities.
INTER-PARTES REVIEW

The AIA also phases out inter
partes reexamination and replaces
it with inter partes review (also ef-
fective Sept. 16, 2012). Importantly,
the threshold for the grant of inter
partes review (reasonable likelihood
that the petitioner would prevail
with respect to at least one of the
claims challenged in the petition) is
higher under the AIA than the old
standard under inter partes reexam-
ination. The new standard will also
be applied to inter partes reexami-
nations filed after Sept. 16, 2011. In
addition, a patent owner will not be
able to request inter partes review
under the AIA. The inter partes re-
view provisions contain prohibi-
tions against concurrent actions
and estoppels provisions similar
to those for post-grant review. The
use of inter partes review should be
considered when the time period
for post-grant review has passed.
PRE-ISSUANCE SUBMISSION

The AIA also adds a pre-issuance
submission provision under 35 USC
122(e) (effective Sept. 16, 2012)
that gives companies an addition-
al avenue for impacting the scope
and validity of a competitor’s claims
before issuance. Companies may
submit a patent application, a pat-
ent, a published patent application
or other printed publication relevant
to the claims being asserted in the

continued on page 10
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Patent Landscapes
continued from page 9

competitor’s application — accompa-
nied by a concise description of the
relevance of the submitted informa-
tion. Submissions must be filed ei-
ther before a notice of allowance is
issued, or within six months of the
first publication or date of first rejec-
tion of a claim during examination,
whichever is later. Using this pro-
cess may have drawbacks, however,
because once a company makes a
submission it will have no further
opportunity to comment. It could
happen that the USPTO grants the
competitor’s application despite the
submission — effectively increasing
the strength of the resulting patent.
The use of the post-grant attack pro-
cedures discussed above should be
considered before resorting to the
pre-issuance submission provision.
THE IMPACT ON

PATENT LITIGATION
The AIA also contains several pro-
visions that impact patent litigation.

Effective immediately, the AIA brings
much-needed relief to patent holders
by limiting the ability of third parties
to bring false marking suits. This new
provision is a direct response to the
recent Federal Circuit decision that
spawned hundreds of frivolous suits
in the patent marking arena. In ad-
dition, effective immediately, mark-
ing a product with a patent that once
covered that product but has since
expired no longer violates the false
marking statute. Together, these new
rules will significantly reduce the
exposure of patent holders to suits
based on false marking claims. As
a result, companies currently facing
such suits should consider filing mo-
tions to dismiss. The AIA also makes
management of the patent-marking
process more straightforward by al-
lowing “virtual marking.”

In another provision beneficial
to patent owners, joinder or mul-
tiple defendants in patent cases is
now more difficult, decreasing the
ability of third parties, such as non-
practicing entities, to file large-scale

litigation. These provisions became
effective Sept. 16, 2011. Patent hold-
ers also receive much-needed pro-
tection from charges of inequitable
conduct often brought during patent
litigation. Patent holders may, effec-
tive Sept. 16, 2012, request supple-
mental examination of a patent by
the USPTO to correct any deficien-
cies that have come to light. Regard-
less of whether the reexamination is
granted, the information submitted
cannot later be used as a basis for in-
equitable conduct in litigation. Patent
holders should evaluate their patent
estate and take advantage of this op-
portunity when appropriate.
CONCLUSION

While this article discusses cer-
tain provisions of the AIA, it does
not address them all. By preparing
for these changes as soon as pos-
sible, companies will be in the best
position to maximize the value of
their patent portfolios for continued
success.

—_— 0’0 —

Common Mistakes

continued from page 4

has a confirmed or suspected history
of violence.

However, in non-misconduct cas-
es, an employee will feel that his
reputation has been tarnished if
he is escorted from the employer’s
premises. In non-misconduct cases,
to limit an employee’s post-termina-
tion access to the employer’s assets,
most employers need only restrict
the employee’s access to the com-
puter network. Again, the employer
should quietly and discretely ask the

employee to gather his or her things
and to leave the premises.
GIVING NEGATIVE REFERENCES

Employees also seek legal advice
when their employer does not have
or they do not understand their em-
ployer’s post-termination reference
policy. Employers can push their for-
mer employees to seek legal advice
if they provide negative references
to potential employers.

The employer should incorporate
a reference protocol in its employee
manual that applies regardless of the
manner in which the employee’s em-
ployment terminates. Negative refer-

ences could, unfairly, reflect poorly
upon the employee and later subject
the employer to claims of defamation.
Instead, the employer should confirm
nothing more than the employee’s po-
sition, employment status and/or title,
dates of employment, and salary.
CONCLUSION

While the above is not an exhaus-
tive list, by instituting preventive mea-
sures to avoid the above mistakes, a
prudent employer will not only have a
happier workforce, but will reduce its
risk of costly employment claims.
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Warning

continued from page 5

Thus, the Supreme Court affirmed the
Appellate Division’s judgment denying
the dealer’s motion to dismiss.
CONCLUSION

Litigants, however, will not be so
lucky in the future. The GMAC court
declared that: “[It is] now crystal clear:
orders compelling or denying arbitra-
tion are deemed final and appealable
as of right as of the date entered.” To
dispel any doubt, the court also issued

the following warning: “as of today,
litigants and lawyers in New Jersey
are on notice that all orders compel-
ling and denying arbitration shall be
deemed final for purposes of appeal,
regardless of whether such orders dis-
pose of all issues and all parties, and
the time for appeal therefrom starts
from the date of entry of that order.”
Litigants will no longer be permit-
ted to participate in arbitration, and,
if unsatisfied with the result, appeal
the order that compelled arbitration.
Going forward, litigants in New Jer-

sey’s state courts must file an appeal
from any order compelling or deny-
ing arbitration within 45 days from
the entry of that order, even if that
order does not resolve all issues as
to all parties.
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Communications
Problems and
Solutions

Law Departments Work
Best When General Counsel
Empbasize Key Themes and
Information Flows Freely

By Rees W. Morrison

Communication — the life blood of
law departments, but at times a hemor-
rhage of complaints. Who is told what
and when makes a big difference to
the effectiveness of a law department.
This article describes a handful of the
communication complaints that law
departments often encounter, and of-
fers some ways to address them.

Before starting, note some broader
points. Each of these communication
challenges looms more significantly
as law departments become larger,
and even more so as they become
geographically dispersed. Aside from
structural aspects, how well informa-
tion flows goes beyond up and down
the ladder of authority; communication
across levels deserves recognition. For
example, paralegals and administrative
assistants ought to exchange informa-
tion, as they chronically feel left out.
As will be seen, the tools that enable
communication within the department
run the gamut. Meetings always serve a
good communicative purpose.

And one more note: This article does
not address communication with cli-
ents, which may well be even more fun-
damental than communication within
the law department. There are similari-
ties, to be sure, between inward and
outward flows of information. Get-
ting the word out accurately, timely
and sufficiently benefits both the law
department and its corporate clients.

Rees W. Morrison, a member of this
newsletter’s Board of Editors, was for
more than two decades a management
adviser to general counsel. He found-
ed General Counsel Metrics (GCM),
which offers a benchmark report of
law departments, likely exceeding
1,000 legal departments in 2011. This
article also appeared in The National
Law Journal, an ALM sibling publica-
tion of this newsletter.

Good management means good com-
munication.

1. Too Little Messaging by the
General Counsel of Key Themes

General counsel need to repeat key
themes many times with the same mes-
sage, somewhat like politicians and
their well-polished stump speeches.
Whatever is believed to be vital — re-
sponsiveness, risk management, proac-
tivity, teamwork — the general coun-
sel must say it, explain it and beat the
drums for it over and over. Listeners
hear messages at different times, need
different modes and reinforcement of
the messages and interpret them indi-
vidually, and leaders learn you can nev-
er emphasize too much what is most
worth telling. An e-mail alone won’t
do; wise words spoken once from the
podium will fall short. General coun-
sel may forget this imperative or tire
of sounding like a broken record, but
they must remember to say it often and
then do so again tomorrow.

Aside from the constant chorus, one
of the solutions to this problem is an
open door. If members of the depart-
ment feel they can speak to the top,
then the tumor of poor communica-
tion goes into remission. With a differ-
ent approach, the general counsel of
Westinghouse Electric Corp. and Ree-
bok International Ltd. once published
statements of principals that laid out
with some specificity their core beliefs.
Another technique is to have the gen-
eral counsel host periodic breakfasts
or lunches with a cross-section of the
department. The meals serve as forums
for emphasizing key messages. And, de-
spite the huge importance of repeated
statements, the GC must listen carefully
and ask questions to learn whether the
points have gotten through. What the
GC stresses will be less effective if she
is isolated or only learns sugar-coated
versions of what people understand.
And, always and above all, actions
speak louder than words.

2. Little Disclosure of Staff Group
Discussions

When a law department is large
enough to have a senior legal team
that reports directly to the top lawyer
and meets periodically, the rest of the
department wants to know what goes
on behind closed doors. Much of what
is discussed in the weekly or bi-weekly
sessions may be mundane, such as the
schedule for the lawyer offsite or who

will report on a high-potential lawyer,
but those in the law department who
are not privy to what they imagine to
be portentous deliberations yearn to
know more. Rumors abound where si-
lence resounds.

The way to reduce speculation
and improve morale is to spread the
word as much as possible. One way
to promote this openness is to pub-
lish the meeting agendas. An insur-
ance company for which I consulted
sent monthly newsletters in hard copy,
and a pharmaceutical company distrib-
uted one by e-mail, portions of which
opened the door on the senior legal
team's deliberations. Or perhaps each
staff meeting could appoint a scribe
who would summarize the discussions
that could be disclosed, somewhat like
minutes of the Federal Reserve Board
that are released later. It would help
simply to have a creed that everything
in staff meetings is disclosable unless
expressly restricted and that disclosure
is encouraged. The general counsel
should remind reports to get the high-
lights out, and they will trickle down.
3. Secrecy and Confusion About
Administrative Processes

A third communication challenge
that smolders in many law departments
comes from too little administrative
transparency. For instance, everyone in
law departments wants to understand
what it takes to be promoted. They
want to know how compensation is
set and where they stand relatively on
bonuses. Who gets a new title? Is the
reduction in force finally done? How
are cubicles assigned? Not every deci-
sion, they hope, is subjective or based
on favoritism. Partly, they want to feel
that processes work fairly and consis-
tently. Partly, they want to feel that out-
comes are deserved. Often this kind of
information, unlike substantive legal
information, applies generally through-
out the law department. Think of it as
administrative communication and ap-
preciate that it is uniformly felt to be
extremely important.

As for partial solutions, posted pro-
cess rules and guidelines, such as
career path expectations, do the most
to assuage the desire to be treated fairly
— assuming the department's manag-
ers honor them. Another technique is
candor in evaluations, but the problem
is that evaluations generally occur only

continued on page 12
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2011 Law Department
Compensation
Benchmarking Survey

Some Good News for Legal
Departments

News reports about the overall
U.S. economy may still be trending
negative, but there is good news in
the results of Corporate Counsel’s
2011 Law Department Compensation
Benchmarking Survey. In the analy-
sis of compensation data from 4,951
lawyers in nine law department posi-
tions, employed within 225 corporate
law departments, the survey showed
that compensation for in-house law-

yers (both salary and bonus) is fi-
nally on the upswing this year after
stalling out last year.

A review of the Law Department
Compensation Benchmarking Survey
Charts (www.law.com/jsp/cc/Pub-
ArticleCC.jsp?id=1202514400404) re-
veals that law departments reported
positive gains in bonuses for all posi-
tions. Compared with last year, bo-
nuses increased from a low of 0.44%
($180,800) CLOs/GCs to a high of
58% ($23,700) for in-house attorneys.
All positions except CLO/GC saw
double-digit increases in bonuses.

Two of the four management po-
sitions reported an increase in sal-
ary from last year: Division general
counsel is up 3.1% ($233,500) and

managing attorney went up 5.0%
($200,000), while CLO/GC decreased
-3.5% ($329,400) and deputy CLO
decreased —4.9% ($229,500).

Four of the five non-management
positions also reported salary in-
creases: high level specialists were
up 5.9% ($180,000), senior attorneys
saw gains of 0.8% ($148,200), attor-
neys were up 4.1% ($115,800), and
recent graduates notched an increase
of 2.3% ($65,600). Only the staff at-
torney position showed a slight de-
cline, down —-1.6% ($78,700).

A copy of the Law Department
Compensation Benchmarking Survey
report may be purchased by visiting
almlegalintelligence.com.
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Communications

continued from page 11

once a year if at all. Much about mo-
rale and engagement in law depart-
ments pivots on the degree that peo-
ple feel they are in the know about
operational decisions and respected
by being told what is happening on
time and completely. Policies and
guidelines codify communication
and ease the burden of one-off ex-
planations to the discontented. Some
departments post information on in-
tranet sites while others use collabo-
ration tools such as wikis. Even old-
fashioned bulletin boards can help
satiate people’s craving to know what
is happening and why. Perceived eq-
uity and fairness are the tests of trans-
parency. Stated differently, decent
explanations of procedures dampen
gossip and discontent.
4. Silos As Barriers to
Communication

Clumps of mostly autonomous
groups in law departments create
another familiar communication chal-
lenge. Lawyers dedicated to support
of the apple unit don’t talk to the or-
ange unit’s lawyers; mergers and ac-
quisitions specialists won’t deal with
the patent group. The barriers don’t
amount to Montagues versus Capu-
lets. But the lawyers who support a
particular business unit probably feel
no inclination to let others know what
is happening in their domain. To be

fair, much of the time, the work they
do and what they learn and produce
has relatively little bearing on others
in the law department. But some in-
formation has consequences outside
the stovepipe. Even if what’s worked
on and created has no practical use,
people like to know what’s up on the
other side of the fence. Morale and
collegiality build as communications
boundaries give way.

One solution to the silence of the
silos is practice groups, sometimes
called communities of practice, that
bring together lawyers and others
who share similar problems. Anti-
money laundering, to pick one from
the financial industry, has become
pervasive and lends itself to pooled
efforts. Or project teams mix together
representatives from across functions,
such as to choose a matter manage-
ment system or wade through Dodd-
Frank. Both provide a way to make
more porous the information barriers
that otherwise exist. Physical loca-
tions of offices can improve cross-unit
communication or impede it. E-mail
messages have become the preferred
mode of communication but in their
flood, plus the tributaries flowing in
chats and texts, much can get lost.
Nothing beats talking, especially in
person.

5. Hoarding Practice Knowledge

Communication about work prod-
uct and learning is knowledge man-

agement in a different guise. What is
codified, stored in directories, indexed
or otherwise made available to others
becomes memorialized communica-
tion. We all know about the proverbi-
al wheel, but that doesn't make us ea-
ger to share our learning. This field of
communication — knowledge man-
agement — has many land mines,
but law departments keep charging
ahead with expertise databases, circu-
lated material, post-mortems, shared
directories with naming conventions,
document management systems, we-
binars, brown-bag lunches, group e-
mail lists, CLE teams, knowledge ana-
lysts and other efforts to corral and
disseminate knowledge.

Let’s summarize in positive terms
the aspirations of a law department
that wants to become communica-
tively advanced. Its general counsel
spreads the word clearly and fre-
quently; it opens the books on meet-
ings of the direct reports; it clarifies
administrative rules; its lawyers share
what’s happening; and its legal learn-
ing accumulates and flows freely. It’s
easy for those in the know to over-
estimate what others understand or
to feel powerful in the restriction of
information. Both mistakes are perni-
cious. Effective communication being
as crucial as it is, all law departments
should give thought to their own
flows and how to improve them.

—_— 0’0 —
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